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1 . Applicants' amendment to the claims filed 1 1 /29/06 has overcome the prior art 
rejections made in the previous office action. The Examiner conducted an updated 
review of the prior art in view of these amended claims. As a result, the following new 
ground of rejection is being made. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: **** 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1 to 6, 9 to 12, 14 to 18 and 20 to 22 are rejected under 35 U.S.C. 102(a) 
as being anticipated by WO 01/90224 (abstract provided), as interpreted by the English 
language equivalent Fujita et al. '130. 

Fujita et al. teach compositions that contain, in addition to a crosslinkable poly- 
ether, a crosslinkable vinyl polymer. Particular attention is drawn to column 8, line 15 
and on, which begins the teaching of the vinyl polymer. As can be seen from line 59 of 
column 9, the vinyl polymer is, in fact, preferably a copolymer of (meth)acrylate esters. 
This meets the requirement of a vinyl copolymer in claim 1 , as well as the limitations* of 
claims 4 to 6. As can be seen on column 10, this polymer meets the requirement of 
claim 2. Note also column 1 1 , line 53 and on, which teaches that the vinyl polymer is 
prepared by atom transfer radical polymerization. Column 21 , line 15 and on, teaches 
that this vinyl polymer has terminal alkenyl groups while column 23, line 14 and on, 
specifically teaches forming the terminal alkenyl groups by reacting the polymer with a 
compound having "low polymerizability" such as 1 ,5-hexadiene, 1 ,7-octadiene or 1 ,9- 
decadiene. In this manner Fujita et al. anticipate the claimed component (A). 

When such an alkenyl terminated vinyl polymer is used, patentees teach the add- 
ition of a hydrosilyl group containing polymer (column 38, lien 45 and on). This meets 
the claimed component (B). Column 41, line 35 and on, teaches claimed component 
(C). Finally, column 50, line 64, teaches the addition of a metal soap as an antisagging 
agent. This meets claimed component (D). 
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Thus while patentees do not specifically show an example having each of the 
essential components of claim 1 , patentees do teach that each component can be 
present in the composition, thereby anticipating the instant claims. 

On the other hand, please note Synthesis Example 1 on column 52. This pre- 

'•"'Hi-,, 

pares a vinyl copolymer (I) as claimed. To this is added a hydrosilyl group containing 
compound and a hydrosilylation catalyst. While these components react to form a silyl 
group terminated polymer, such a subsequent reaction of the components (A) to (C) is 
not excluded by the claims. Since Fujita et al. specifically teach the addition of metal 
soaps as an antisagging agent, the skilled artisan would have immediately envisioned 
such a compound in this composition. In this manner too, the teachings in Fujita et al! 
anticipate the instant claims. 

Note that Synthesis Example 1 meets each of claims 9 to 12. This copolymer 
also meets claim 14. 

The siloxanes on the bottom of column 38 meet claim 15. The calcium stearate 
on column 50, line 64, meets claims 16 and 17. Column 49, line 15 and on, meets" - **-, 
claim 18. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all , 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as^set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
01/90224, as interpreted by the English language equivalent Fujita et al. 

While column 41 teaches the ratio of (A) to (B) and the amount of component (C) 
required by this claim, column 50 does not specifically teach an amount of metal soap. 
Please note that when the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art (i.e. 
does not require undue experimentation). Thus the skilled artisan would have found an 
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amount of metal soap within this claimed range to have been obvious or at least within 
routine experimentation and/or optimization of the teachings of Fujita et al. 

6. Fujita et al. '494 is cited as being of general interest. This reference also teaches 
a vinyl polymer comparable to (A) and a metal soap antisagging agent but is not as 
close to the claims as the reference cited supra. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within^ 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 GFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later, 
than SIX MONTHS from the date of this final action. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and „ _ 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571 r 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should ^ 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information, 
system, call 800-786-9199 (IN USA OR CANADA) or 57/17272-1000. / jfJ 
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